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DETAILED ACTION 
Response to Amendment 

1 . The RCE and amendment filed on 10/3 1/2005 have been entered. The examiner has 
withdrawn the objection to the drawings based on the amendments to the specification. The 
examiner has withdrawn the rejections of claim 18 based on the cancellation of claim 1 8. 

Claim Rejections - 35 USC § 112 

2. The following is a quotation of the first paragraph of35U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of making 
and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the art to which it 
pertains, or with which it is most nearly connected, to make and use the same and shall set forth the best mode 
contemplated by the inventor of carrying out his invention. 

3. Claim 19 is rejected under 35 U.S.C. 1 12, first paragraph, as failing to comply with the 
written description requirement. The claim contains subject matter that was not described in the 
specification in such a way as to reasonably convey to one skilled in the relevant art that the 
inventor, at the time the application was filed, had possession of the claimed invention. 

Claim 19 states that each of the crystal grains contact each other at grain boundaries, but 
the specification does not mention crystal grains contacting each other at grain boundaries. The 
Figures also fail to show this claimed limitation. Although Figures 2, 10 and 1 1 illustrate grain 
areas (29) as perfectly shaped rectangles due to perfectly straight grain boundaries (31), the 
figures and/or specification do not teach or suggest that the grains grow in perfect rectangular 
form around the nucleation site (27). The Figures merely illustrate the approximate area within 
which the grains partially occupy. 

According to the teaching of USPN 5,846,648 to Chen et al., when a grain grows on a 
spatially spaced nucleation site, the grain does not contain the nucleation site, rather, the grain 
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grows vertically on top of the nucleation site and the size and spacing of the nucleation site 
dictates the size and spacing of the corresponding grain (see column 8, lines 15 through column 
9, line 53 , and Figure 2). Thus, the current figures and the current specification convey to one 
skilled in the relevant art that each crystal grain grows vertically over a nucleation site rather 
than growing outwardly in every direction (into a perfect rectangular shape) and contacting each 
other at (perfectly straight) grain boundaries. 

Claim Objections 

4. Claim 2 is objected to under 37 CFR 1 .75(c), as being of improper dependent form for 
failing to further limit the subject matter of a previous claim. Applicant is required to cancel the 
claim, or amend the claim to place the claim in proper dependent form, or rewrite the claim in 
independent form. Claim 1 already established that the metallic islands include a metallic 
compound. 

Claim Rejections - 35 USC §102 

5. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

6. Claims 1 and 2 are rejected under 35 U.S.C. 102(b) as being anticipated by USPN 
5,162,158 to Christner et al. (hereinafter referred to as Christner). 

Regarding claims 1 and 2, Christner discloses a polycrystalline structure film 
comprising metallic alloy (compound) islands (43) formed on a surface of a substrate (16) and 
physically spaced from each other so as to expose a metallic compound (alloy) among the 
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metallic islands, and a metallic crystal layer containing crystal grains (36, 38, 40 and 42), each of 
the crystal grains having grown from a corresponding one of the metallic islands so as to stand 
from a surface of the metallic compound (see entire document including Figure 3, column 3, line 
24 through column 4, line 10, and column 5, lines 52-64). 

Regarding claim 2, Christner discloses that the metallic islands (43) may consist of a 
combination of metallic elements (column 5, lines 52-64). 

Claim Rejections - 35 USC § 103 

7. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

8. Claims 1-4 are rejected under 35 U.S.C. 103(a) as being unpatentable over USPN 
5,631,094 to Ranjan et al. (hereinafter referred to as Ranjan) in view of USPN 5,162,158 to 
Christner. 

Regarding claims 1-4, Ranjan discloses a polycrystalline structure film comprising 
metallic islands formed on a surface of a substrate wherein said metallic islands include a 
compound (AI2O3), and a metallic crystal layer covering over the surface of the substrate and 
containing crystal grains having grown from the metallic islands (see entire document including 
column 6, lines 10-42). 

Ranjan discloses that the noise of interparticle exchange interaction can be reduced by 
spacing the grains of the magnetic layer (column 2, lines 12-14, 41-44 and 59-65), but Ranjan 
does not specifically disclose how to separate the grains of the nucleation layer. Ranjan is silent 
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with regards to specific method for spacing the grains, therefore, it would have been obvious to 
look to the prior art for conventional methods. Christner provides this conventional teaching 
showing that it is known in the art to space the nucleation sites to result in spaced grains (see 
entire document including Figure 3 and column 3, lines 24-61). Therefore, it would have been 
obvious to one having ordinary skill in the art at the time the invention was made to space the 
grains of Ranjan by spacing the underlying nucleation sites, as taught by Christner, motivated by 
the expectation of successfully practicing the invention of Ranjan. 

Regarding claims 2-4, Ranjan discloses that the compound may be AI2O3 (column 6, lines 

10-28). 

9. Claims 1 and 2 are rejected under 35 U.S.C. 103(a) as being unpatentable over USPN 
5,846,648 to Chen et al. (hereinafter referred to as Chen) in view of USPN 5,162,158 to 
Christner. 

Regarding claims 1 and 2, Chen discloses a polycrystalline structure film comprising 
metallic islands (76) formed on a surface of a substrate wherein said metallic islands including a 
compound (an alloy is considered a compound), and a metallic crystal layer covering over the 
surface of the substrate and containing crystal grains (78) having grown from the metallic islands 
(see entire document including Figure 2, column 8, lines 15-48, column 9, lines 14-26, column 
1 1, lines 1 1-22 and column 16, lines 9-46). 

Chen does not appear to teach that the islands are physically separated, but Chen does 
disclose that the noise of interparticle exchange interaction can be reduced by spacing the grains 
of the magnetic layer (column 2, lines 24-31, column 8, lines 15-48, column 9, lines 14-26, 
column 12, lines 29-41, and column 16, lines 9-46). Christner discloses that it is known in the 
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art to space the nucleation sites to result in spaced grains (see entire document including Figure 3 
and column 3, lines 24-61). Therefore, it would have been obvious to one having ordinary skill 
in the art at the time the invention was made to space the grains of Chen by spacing the 
underlying nucleation sites, as taught by Christner, because the noise of interparticle exchange 
interaction could be reduced. 

Regarding claim 2, Chen discloses that the metallic islands (76) may consist of a 
combination of metallic elements (an alloy) (column 11, lines 1 1-22). 

10. Claims 1-6 are rejected under 35 U.S.C. 103(a) as being unpatentable over USPN 
5,846,648 to Chen in view of USPN 5,162,158 to Christner in view of USPN 6,150,015 to 
Bertero et al. (hereinafter referred to as Bertero). 

Regarding claims 1-6, Chen discloses a polycrystalline structure film comprising metallic 
islands (76) formed on a surface of a substrate wherein said metallic islands including a 
compound (an alloy is considered a compound), and a metallic crystal layer covering over the 
surface of the substrate and containing crystal grains (78) having grown from the metallic islands 
(see entire document including Figure 2, column 8, lines 15-48, column 9, lines 14-26, column 

11, lines 1 1-22 and column 16, lines 9-46). 

Chen does not appear to teach that the islands are physically separated, but Chen does 
disclose that the noise of interparticle exchange interaction can be reduced by spacing the grains 
of the magnetic layer (column 2, lines 24-31, column 8, lines 15-48, column 9, lines 14-26, 
column 12, lines 29-41, and column 16, lines 9-46). Christner discloses that it is known in the 
art to space the nucleation sites to result in spaced grains (see entire document including Figure 3 
and column 3, lines 24-61). Therefore, it would have been obvious to one having ordinary skill 
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in the art at the time the invention was made to space the grains of Chen by spacing the 
underlying nucleation sites, as taught by Christner, because the noise of interparticle exchange 
interaction can be reduced. 

In the event that it is determined that an alloy is not considered a compound, it is noted 
that Chen discloses that the nucleation sites may be formed of any material that allows for the 
epitaxial growth of the Co-based recording layer (column 11, lines 10-22). Bertero discloses that 
the most ideal material choice for a nucleation layer is the same composition used for the 
magnetic layer (column 13, lines 40-42). Considering that Chen discloses that the magnetic 
layer may comprise a magnetic material together with a compound such as an oxide or nitride of 
silicon or aluminum (column 11, lines 56-62), it would have been obvious to one having 
ordinary skill in the art at the time the invention was made to make the nucleation layer with the 
same composition used for the magnetic layer, because Bertero discloses that this is material is 
ideal for epitaxial growth of the magnetic layer and because it has been held to be within the 
general skill of a worker in the art to select a known material on the basis of its suitability. 

Regarding claims 2-6, Chen discloses that the compound may be Si 3 N 4 , Si0 2 or A1 2 0 3 
(column 11, lines 57-62). 

Regarding claim 5, Chen discloses that platinum may be present in the magnetic layer 
(column 15, lines 5-10). Considering that it would have been obvious to one having ordinary 
skill in the art at the time the invention was made to make the nucleation layer with the same 
composition used for the magnetic layer (as explained above), the nucleation layer would also 
contain platinum. 
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Regarding claim 6, Chen discloses that the compound may be added at about or below 10 
molar percent (column 12, lines 12-28). 

Response to Arguments 
1 1 . Applicant's arguments filed 1 0/3 1/2005 have been fully considered but they are not 
persuasive. 

The applicant asserts that Christner does not read on the current claims because the 
crystal grains (36, 38, 40 and 42) are deposited only on the top surfaces of the islands (43) of the 
chromium alloy (compound) layer (20) and not on the surface of the substrate (16). The 
examiner respectfully disagrees. The claims do not require the crystal grains to be deposited on 
the top surface of the substrate (16), rather, the claims require that the crystal grains be deposited 
on the top surfaces of the islands. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Andrew T. Piziali whose telephone number is (571) 272-1541. 
The examiner can normally be reached on Monday-Friday (8:00-4:30). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Terrel Morris can be reached on (571) 272-1478. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 
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